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- The MAILING DATE of th,s communication appears on t he cover sheet with the correspondence scares* -■ 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 

. if NO period for reply is specified above the ma *'™^ become ABANDONED (35 U.S.C. § 133). 

earned patent term adjustment. See 37 CFR 1 704(b). 

Status 

1 )g) Responsive to communication(s) filed on 08 July 2002 . 
2a)Q This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters prosecutor , as to the merits ,s 
closed in accordance with the practice under Ex parte Quayle, 1935C.D. 11, 453 O.o. 2io. 

Disposition of Claims 

4) 13 Claim(s) 13-23 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) 13 Claim(s) 13-23 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

1 0)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 !)□ The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)D All b)D Some*c)D None of: 

1 □ Certified copies of the priority documents have been received. 
2.D Certified copies of the priority documents have been received in Application No 



3 □ Copies of the certified copies of the priority documents have been reC eived in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)) 
* See the attached "Sailed Office action for a list of the certified cop.es not rece.ved. 

14) D Acknow,edgment is made of a Cairn for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional apphcat.on). 

a) □ The translation of the foreign language provisional application has been receded 

15) D Acknowledgment is made of a claim for domestic pr.or.ty under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) _ . , 

4) □ Interview Summary (PTO-413) Paper No(s). 

5) □ Notice of Informal Patent Application (PTO-1 52) 

6) D Other: 



1) [3 Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) ^ Information Disclosure Statement(s) (PTO-1449) Paper No(s) 5 . 
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DETAILED ACTION 



Election/Restrictions 

1 . Applicant's election without traverse of Group II, Claims 13-23, filed 8 July 2002 in 

Paper No. 7 is acknowledged. 

Claims 1-12 have been cancelled as per Applicant's Amendment of Paper No. 7. 

Claims 13-23 pending and are discussed below. 



Priority 

2. Applicant has not complied with one or more conditions for receiving the benefit of an 
earlier filing date under 35 U.S.C. 120 as follows: 

The first paragraph of the specification recites "This application claims the benefit of co- 
pending U.S. Patent Application No. 09/612,792, filed July 10 2000'. However, the recitation 
does not state the relationship between the instant application and the 792 application. 
Additionally, the Declaration does not claim priority to 792 application. As such, it is unclear 
whether Applicant is claiming priority to the 792 application. 



Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims Particularly pointing ; oul .and 
distinctly claiming the subject matter which the applicant regards as his mvention. 



Page 3 

Application/ Control Number: 09/916,108 
Art Unit: 1634 

4 ad- 17 and 20 are rented under 35 U.S.C. 1 12, second paragraph, a S being 
indefinite for faiUng to particuiariy point ou, and distinct* Cairn the subject matter whtch 

applicant regards as the invention. 

a Claim 17 is indefinite for the recitation "the value corresponding to a number of 
biomoiecuies- because -corresponding- is a non-specific relational term and therefore the 
reiationship between the value and the number is undefined. U is suggested that Cairn i 7 be 
tended to define the reiationship e.g. replace -corresponding- with -identifying". 

b Claim 20 is indefinite for the recitation -a.uantita.ing element for correlating an 
amount of biomoiecu.es" because -costing- is a non-specific reiationa, term and therefore 
the reiationship between the ouantitating element and the amount o, biomolecules ,s 
undefined, .t is suggested tha, Cairn 20 be amended to define the relationship e.g. repiace 
"correlating" with "determining". 



Claim Rejections - 35 USC §102 

5 . The following is a Rotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in- another filed in the United 

1 an application for patent, publxshed under s^ ^^t except that an international 
States before the invention by the applet tog^Wj nave the effect under this 
application filed under the treaty ™ ^^^n 122(b) only if the international 

— ^ 21(2Ha) " ^ 

the invention by the applicant for patent, except umi. v 
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the United States for the purposes of this subsection based on the filing of an international 
application filed under the treaty defined in section 351(a). 

patent in the United States. 
6. Claims 13-16, 18 and 19 are rejected under 35 U.S.C. 102(b) as being anticipated by 

Stevenson et al (U.S. Patent No. 5,869,748, issued 9 February 1999). 

Regarding Claim 13, Stevenson et al disclose a biosensor for assaying biomolecules 
comprising: a substrate having at least one biodetection site; and an electrical resonator 
proximate the biodetection site to allow measurement of magnetic properties at the 
biodetection site (Column 8, lines 47-60; Claims 1 and 16-18 and Fig. 4). 

Regarding Claim 14, Stevenson et al disclose the biosensor wherein the detection site 
includes a holding substance i.e. a titer well comprising a disc coated with cell-binding 

substance (Column 9, lines 22-37). 

Regarding Claim 15, Stevenson et al disclose the biosensor wherein at least one 
biochemical probe is present at the biodetection site (e.g. immunoglobulin, Column 9, lines 5- 

12). 

Regarding Claim 16, Stevenson et al disclose the biosensor wherein the biodetection site 
is adapted to receive at least one biomolecule i.e. coated with cell-binding substance; and 
further comprising at least one magnetic tag operatively adapted to be applied to the 
biomolecule (Column 9, lines 22-37 and Claim 17). 

Regarding Claim 18, Stevenson et al disclose the biosensor wherein the electrical 
resonator has a spiral geometry i.e. coil (Column 8, lines 51-58). 

Regarding Claim 19, Stevenson et al disclose the biosensor comprising a measuring 
component for measuring the magnetic properties in communication with the biodetection site 
(Column 8, lines 53-55 and Claim 13). 
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7 cairns 13-20 are reiected under 35 U.S.C. 102,e, a, being anticipated by Hawkins e. a! 
(U s Patent Application Publication No. 2001/0050555A1, ffled 26 M„ch 200!). 

Regarding Claim 13, Hawkins e. a. disclose a biosensor for assaying biomolecuies 
comprising: a substrate having at leas, one biodetection site; and an eiectrical resonator 
prolate the biodetection site to ailow measurement of magnetic properties at the 
biodetection site (1 0021-0029 and Claims 15-26|. 

Regaling Claim 14, Hawkms e, a, disclose the biosensor wherein the detection arte 
incudes a holdmg substance i.e. plas*c film coated with rabbi, anti-transferrin antibody for 

holding transferring (Fig. 13)). 

Regarding Ciaim 15, Hawkins et al disclose the biosensor wherein at least one 
biochemical probe is present a, the biodetection site (e.g. immunoglobulin, Fig. 13). 

Regaling Claim 16, Hawkins e, a! disclose the biosensor wherein the biodetection s,e 

. . : p transferrin; and further comprising at least 

is adapted to receive at least one biomolecule i.e. transternn, 

one magnetic tag operative* adapted to be applied to the biomolecule (Fig. 13). 

Regarding Claim 17, Hawkins et al disclose the biosensor wherein the electrical 
resonator measures a value of magnetic properties which correspond to a number of 
biomolecuies at the detection site (1 0128-0130 and Claim 14). 

Regarding Claim 18, Hawkins et al disclose the biosensor wherein the electrical 
resonator has a spiral geometry i.e. coil (1 0029 and Claim 21). 

Regarding Claim 19, Hawkins et al disclose the biosensor comprising a measuring 
component for measuring the magnetic properties in communication with the biodetection site 

tf| 0026). 
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Regarding Claim 20, Hawkins et al disclose the biosensor further comprising at least 
one quantitating element for correlating an amount of biomolecules at the detection site to the 
magnetic properties of the biodetection site fl| 0026 and Claim 15-26). 



Claim Rejections - 35 USC §103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as^Sforth in section 102 of this title, if the differences between the subject 

sougirto be patented and the prior art are such that the subject matter as a whole 
Wd have been obvious at the time the invention was made to a person having ordinary 

m the ^ to which said subject matter pertains. Patentability shall not be negatived by 
the manner in which the invention was made. 

9. Claims 17 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Stevenson et al (U.S. Patent No. 5,869,748, issued 9 February 1999) in view of Kriz et al (U.S. 
Patent No. 6,110,660, issued 20 August 2000). 

Regarding Claim 17, Stevenson et al teach a biosensor for assaying biomolecules 
comprising: a sample plate including a plurality of biodetection sites; a holding gel adapted to 
coat the biodetection site i.e. a cell-binding substance; and an electrical resonator operatively 
attached to the sample plate to allow measurement of magnetic properties at the biodetection 
sites wherein magnetic tags are applied to the biomolecule (Column 8, lines 47-60; Column 9, 
lines 5-37; Claims 1 and 16-18 and Fig. 4) but they do not specifically teach the resonator 
measures a value of magnetic properties. However, Kriz et al teach that measuring resonance 
from biomolecules attached to magnetic tags determines the amount of biomolecules present 
(Column 9, lines 6-16). Therefore, It would have been obvious to one of ordinary skill in the art 
at the time the claimed invention was made to derive a value corresponding to the number of 
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biomolecules from the magnetic measurement of Stevenson et al based of the teaching of Kriz 
et al wherein there is a direct correlation between magnetic measurement and number of 
biomolecules (Column 9, lines 6-16). One skilled in the art would have been motivated to 
derive the number of biomolecules for the obvious benefit of quantifying biomolecules in a 
sample to thereby accurately analyze the sample. 

Regarding Claim 20, Stevenson et al teach the biosensor comprises an electrical 
resonator operatively attached to the sample plate to allow measurement of magnetic properties 
at the biodetection sites wherein magnetic tags are applied to the biomolecule (Column 8, lines 
47-60; Column 9, lines 5-37; Claims 1 and 16-18 and Fig. 4) but they do not specifically teach 
the resonator measures correlates an amount of biomolecules at the site to magnetic properties 
of the site. However, Kriz et al teach that a resonator by measuring resonance from 
biomolecules attached to magnetic tags correlates an amount of biomolecules at the site to the 
magnetic properties of the site (Column 9, lines 6-16). Therefore, It would have been obvious 
to one of ordinary skill in the art at the time the claimed invention was made to derive a value 
correlating to the amount of biomolecules at the site to the magnetic properties of the site 
using the biosensor of Stevenson et al based of the teaching of Kriz et al wherein there is a 
direct correlation between magnetic measurement and amount of biomolecules (Column 9, 
lines 6-16). One skilled in the art would have been motivated to derive the amount of 
biomolecules for the obvious benefit of quantifying biomolecules in a sample to thereby 
accurately analyze the sample. 
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10 Claims 21-23 are rejected under 35 U.S.C. 103(4 « **• -patent over Stevenson 
et al (U.S. Paten, No. 5,869,748, issued 9 Februa^ 1999) in view of Stratagene (catalog, 1988, 

page 39). 

Regarding Claims 21-23, Stevenson et al teach a biosensor for assaying biomolecules 
comprising: a sample plate including a plurality of biodetection sites; a holding gel adapted to 
coat the biodetection site i.e. a cell-binding substance; and an electrical resonator operatively 
attached to the sample plate to allow measurement of magnetic properties at the biodetection 
sites (Claim 21); a solution of one biochemical probe adapted to be applied to the biodetection 
site i.e. cells (Claim 22); and solution of at least one magnetic tag adapted to be applied to the 
biomolecule (Claim 23) (Column 8, lines 47-60; Column 9, lines 5-37; Claims 1 and 16-18 and 
Fig. 4). Stevenson et al do not teach the sample plate, holding substance and electrical 
resonator combined into a kit. However, Stratagene catalog teaches a motivation to combine 

components into kit format (page 39). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to combine the biosensor components of Stevenson et al into a kit format 
as discussed by Stratagene catalog since the Stratagene catalog teaches a motivation for 
combining reagents of use in an assay into a kit, "Each kit provides two sendees: 1) a variety of 
different reagents have been assembled and pre-mixed specifically for a defined set of 
experiments. 2) The other service provided in a kit is quality control" (page 39, column 1). 



11. Claims 21-23 are rejected under 35 U.S.C. 103(a) as being unpatentable over Hawkins 
et al (U.S. Patent Application Publication No. 2001/0050555A1, filed 26 March 2001) in view 
of Stratagene (catalog, 1988, page 39). 
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Regarding Claims 21-23, Hawkins et al teach a biosensor for assaying biomolecules 
comprising: a sample plate including a plurality of biodetection sites; a holding gel adapted to 
coat the biodetection site i.e. plastic film coated with rabbit anti-transferrin antibody; and an 
electrical resonator operatively attached to the sample plate to allow measurement of magnetic 
properties at the biodetection sites (Claim 21); a solution of one biochemical probe adapted to 
be applied to the biodetection site i.e. cells (Claim 22); and solution of at least one magnetic tag 
adapted to be applied to the biomolecule (Claim 23) (1 0021-0029; 1 0128-130; Claims 15-26 
and Fig 13). Hawkins et al do not teach the sample plate, holding substance and electrical 
resonator combined into a kit. However, Stratagene catalog teaches a motivation to combine 

components into kit format (page 39). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to combine the biosensor components of Hawkins et al into a kit format as 
discussed by Stratagene catalog since the Stratagene catalog teaches a motivation for 
combining reagents of use in an assay into a kit, "Each kit provides two services: 1) a variety of 
different reagents have been assembled and pre-mixed specifically for a defined set of 
experiments. 2) The other service provided in a kit is quality control" (page 39, column 1). 



Conclusion 

12 No claim is allowed. 

13 Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to BJ Forman whose telephone number is (703) 306-5878. The examiner can normally be 

reached on 6:30 TO 4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's superior, Gary 

Jones can be reached on (703) 308-1152. The fax phone numbers for the organization where this 
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a o~ nm\ 108-4242 for regular communications and (703) 308-8724 
application or proceeding is assigned are (703) 308 

" ^ f "oCL nature or relating to the status o f t h is applied or proceeding should 
be directed to the receptionist whose telephone number is (703) 308-0196. 




BJ Forman, Ph.D. 
Patent Examiner 
Art Unit: 1634 
September 13, 2002 



